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DETAILED ACTION 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-6 are rejected under 35 U.S.C. 102(b) as being anticipated by Boisgontier et al. 
(4,984,866). Boisgontier et al. teaches a solder preform for attaching an optical fiber having a 
diameter to a fiber attach pad, the solder preform comprising a body including solder at least on a 
bottom surface thereof, the body having a groove extending along a first face from a first end to 
a second, the groove being larger in size than the optical fiber to allow alignment of the optical 
fiber within the groove such that the solder perform is configured to permit alignment of the 
optical fiber in first and second directions when groove of the solder perform is placed over the • 
optical fiber (column 12, lines 16-21 and Figures); the body having a length defined as a 
distrance between the first end and the second end a height defined as a distance between the 
bottom surface and the top surface opposite the bottom surface and a width defined as a distance 
between the third end and a fourth end opposite the third surface (col. 12, 11. 16-41); the height of 
the groove is larger than the diameter of the optical fiber, allowing a range of clearance above 
and below the optical fiber (column 12, lines 16-21 and Figures); the width of the groove is 
larger than the diameter of the optical fiber, allowing a range of clearance on at least a side of the 
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optical fiber (column 12, lines 16-21 and Figures); the body is formed as a geometric solid with 
at least one substantially flat face; and the geometric solid is selected from a group consisting of 
a rectangular box, a cubical box, a cylinder, a semi-cylinder, a semi-sphere, a pyramid, and a 
cone (column 12, lines 16-21 and Figures); the body is formed from a metallic material "solder" 
(column 12, lines 16-21 and Figures); where the groove is larger than 125 micron (col. 5, 11. 13- 
15), where the groove has a height in the claimed range (figure 8, item 70). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Boisgontier as 
applied to claim 1 above, and further in view of Enochs (4,702,547). Boisgontier teaches all of 
the limitations of the claims except that the body is formed from a glass material. Enochs 
teaches the body is formed from a glass "silicon" material (Summary of Invention and column 4, 
line 56-column 5, line 30). The gold layer formed on the surface of the silicon retaining member 
constitutes the solder of claim 1. It is obvious to one of ordinary skill in the art that the solder 
could have been adhered to either the pad or the retaining member since both surfaces are 
relative to each other. At the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine the silicon member of Enochs with the solder member of 
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Boisgontier in order to form a retaining member the maintains its shape during the soldering 
process. 



Allowable Subject Matter 
Claim 8 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 

Response to Arguments 

In response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e., where the 
groove height is the distance between the bottom surface and the opening of the soder preform, 
where the opening runs along the surface of the solder preform) are not recited in the rejected 
claim(s). Although the claims are interpreted in light of the specification, limitations from the 
specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 
USPQ2d 1057 (Fed. Cir. 1993). 

Applicant argues the definitions of width and height used by the examiner are improper. 
The examiner disagrees. During patent examination, the pending claims must be "given the 
broadest reasonable interpretation." Applicant always has the opportunity to amend the claims 
during prosecution, and broad interpretation by the examiner reduces the possibility that the 
claim, once issued, will be interpreted more broadly than is justified. In re Prater , 415 F.2d 1393, 
1404-05, 162 USPQ 541, 550-51 (CCPA 1969). In the instant case, dictionary.com defines 
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width as being the "extent from side to side." In applying the Prater test by giving the claims its 
broadest reasonable interpretation, it is the examiner's position that the Boisgontier teaches a 
width the distance between the bottom surface and the opening of the soder preform, which 
would be the measurement from one side to another side. 

With respect to the "height" claim limitation, dictionary.com defines height as the 
"distance from the base of something to the top." In applying the Prater test by giving the claims 
its broadest reasonable interpretation, it is the examiner's position that the Boisgontier teaches a 
height as the overall height can be measured from the distance from the base of something to the 
top. The groove height would be the the distance between the base (which corresponds to 
applicant's groove side) to the top (which corresponds to applicant's opposite groove side). 

Applicant next argues the use of an explicit definition. The examiner, however, can find 
no statement in the specification where applicant uses an explicit or special definition of the 
terms. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jonathan Johnson whose telephone number is 571-272-1 177. 
The examiner can normally be reached on M-Th 7:30 AM-5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Pat Ryan can be reached on 571-272-1292. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANABA^pr 571-272-1000. 

Jonathan Johnson 
Primary Examiner 
Art Unit 1725 

jj 



